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Focus on inventive step

Lesson 2
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REMEMBER: “problem-and-solution approach“

deviation from this approach should be exceptional.

Three main stages:

(i) determining the "closest prior art",

(ii) establishing the "objective technical problem" to be solved,

(iii) considering whether or not the claimed invention, starting 
from the closest prior art and the objective technical problem, 
would have been obvious to the skilled person.

Lesson 2
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Determination of the closest prior art

The closest prior art is that which in one single reference
discloses the combination of features which constitutes the most
promising starting point for a development leading to the
invention.
In selecting the closest prior art, the first consideration is that it
should be directed to a similar purpose or effect as the invention
or at least belong to the same or a closely related technical field
as the claimed invention.
In practice, the closest prior art is generally that which
corresponds to a similar use and requires the minimum of
structural and functional modifications to arrive at the claimed
invention.

Lesson 2
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Formulation of the objective technical problem

To do this one studies the application (or the patent), the closest 
prior art and the difference (also called "the distinguishing 
feature(s)" of the claimed invention) in terms of features (either 
structural or functional) between the claimed invention and the
closest prior art, identifies the technical effect resulting from the
distinguishing features, and then formulates the technical 
problem.
In the context of the problem-and-solution approach, the 
technical problem means the aim and task of modifying or 
adapting the closest prior art to provide the technical effects that 
the invention provides over the closest prior art. 
The technical problem thus defined is often referred to as the
"objective technical problem".

Lesson 2
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Could/would approach

In the third stage the question to be answered is whether there is 
any teaching in the prior art as a whole that would (not simply 
could, but would) have prompted the skilled person, faced with 
the objective technical problem, to modify or adapt the closest 
prior art while taking account of that teaching, thereby arriving at 
something falling within the terms of the claims, and thus 
achieving what the invention achieves.

In other words, the point is not whether the skilled person could
have arrived at the invention by adapting or modifying the closest 
prior art, but whether he would have done so because the prior 
art incited him to do so in the hope of solving the objective 
technical problem or in expectation of some improvement or 
advantage.
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Combining pieces of prior art

In the context of the problem-solution approach, it is permissible 
to combine the disclosure of one or more documents, parts of 
documents or other pieces of prior art (e.g. a public prior use or 
unwritten general technical knowledge) with the closest prior art. 
However, the fact that more than one disclosure must be 
combined with the closest prior art in order to arrive at a
combination of features may be an indication of the presence of 
an inventive step

Lesson 2
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Example: 
The invention relates to a building structure made from
aluminium. 
A prior document discloses the same structure and says that it is 
of light-weight material but fails to mention the use of aluminium

Not inventive:
The teaching of a prior document is incomplete and at least one of
the possible ways of "filling the gap" which would naturally or 
readily occur to the skilled person results in the invention.

Lesson 2
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Example: 
The invention relates to a pump which differs from a known
pump solely in that its motive power is provided by a hydraulic 
motor instead of an electric motor.

Not inventive:
The invention differs from the known art merely in the use of
well-known equivalents (mechanical, electrical or chemical).

Lesson 2
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Example: 
Washing composition containing as detergent a known compound 
having the known property of lowering the surface tension of 
water, this property being known to be an essential one for 
detergents.

Not inventive:
The invention consists merely in a new use of a well-known 
material employing the known properties of that material.
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National patents

National application filed Country by Country 
at the respective Intellectual Property Offices.

Procedure up to grant -> see national provision
In general:

Filing->examination->grant

Strictly confidential - All rights reserved - No reproduction or diffusion without written authorization - Copyright by Eng. Andrea Grimaldo, 2015 40

MUNICH
Thierschstrasse, 11
D-80538 - Munich 
Germany
tel +49 89 221.216
fax +49 89 225.809
mjps@modiano.com

LUGANO
Via E. Bossi, 1
CH-6900 - Lugano
Switzerland
tel +41 91 922.9214
fax +41 91 922.9215 
mp@modiano.com

MILAN
Via Meravigli, 16
20123 - Milan 
Italy
tel +39 02 8590.7777
fax +39 02 863.860
info@modiano.com

www.modiano.com



EPO regional Phase

Filing -> examination -> grant -> validation
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…
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Filing examination grant

validations
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FR
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…

EP

Filing examination grant

validations



PCT (patent cooperation treaty)
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RU

CN

EPO

US

…

PCT

Filing examination
(optional)

National/regional phases

PCT duration: 30/31 months from EARLIEST filing
(between priority or filing date)



Time is crucial!

Identifying a market should require time, how to take 
time is a matter of filing and extension strategy

General guiding principles:
- patent choices became less and less in time
- costs are (more or less) certain
- future earnings are (normally) not certain
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Where to file?
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A patent is the right to 
exclude from:

-> where to file

Production file in competitors production site Countries

Put on the market, import, 
use

file 
where  the competitors are
where clients are 
in potential marketing Countries



Costs/benefit
•Costs:

Draft and first filing
Extension cost
Examination cost
Renewal cost

• Benefit:
“monopoly”
product added value
Company value 
intangible asset of the company

Strictly confidential - All rights reserved - No reproduction or diffusion without written authorization - Copyright by Eng. Andrea Grimaldo, 2015 45

MUNICH
Thierschstrasse, 11
D-80538 - Munich 
Germany
tel +49 89 221.216
fax +49 89 225.809
mjps@modiano.com

LUGANO
Via E. Bossi, 1
CH-6900 - Lugano
Switzerland
tel +41 91 922.9214
fax +41 91 922.9215 
mp@modiano.com

MILAN
Via Meravigli, 16
20123 - Milan 
Italy
tel +39 02 8590.7777
fax +39 02 863.860
info@modiano.com

www.modiano.com



Example of strategy
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domanda IT

tempo

domanda PCT

t0+12 mesi 
(max)t0

esame IT
ev. rilascio IT

(esame PCT)

t0+30/31 mesi 
(max)

EP
US

CN

etc

esame EP
esame US

esame CN

DE

FR

IT
etc



Example of strategy
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t0

(esame PCT)

t0+30/31 mesi 
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DE
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Example of strategy
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Example of strategy

Strictly confidential - All rights reserved - No reproduction or diffusion without written authorization - Copyright by Eng. Andrea Grimaldo, 2015 49

MUNICH
Thierschstrasse, 11
D-80538 - Munich 
Germany
tel +49 89 221.216
fax +49 89 225.809
mjps@modiano.com

LUGANO
Via E. Bossi, 1
CH-6900 - Lugano
Switzerland
tel +41 91 922.9214
fax +41 91 922.9215 
mp@modiano.com

MILAN
Via Meravigli, 16
20123 - Milan 
Italy
tel +39 02 8590.7777
fax +39 02 863.860
info@modiano.com

www.modiano.com

domanda IT

tempot0+12 mesi 
(max)t0

esame IT
ev. rilascio IT

DE

FR

US



Example of strategy
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Understanding a patent scope 
of protection
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Guidelines for Examination in the EPO

The claims must be drafted in terms of the "technical features of
the invention".

This means that claims should not contain any statements
relating, for example, to commercial advantages or other non-
technical matters, but statements of purpose should be allowed if
they assist in defining the invention.
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Guidelines for Examination in the EPO

FIRST PART (or pre-characterizing portion)
characterized in that (or “wherein”)
SECOND PART (or characterizing portion)

The first part should contain a statement indicating "the designation of
the subject-matter of the invention" i.e.the general technical class of
apparatus, process, etc. to which the invention relates, followed by a
statement of "those technical features which are necessary for the
definition of the claimed subject-matter but which, in combination, are
part of the prior art".

The second part or "characterizing portion“ should state the features
which the invention adds to the prior art, i.e. the technical features for
which, in combination with the features stated in the first part protection
is sought.
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ESEMPIO

1. Washing machine, such as a laundry washing machine, a
washing/drying machine or the like, comprising a tub (1) housing
a drum (2) into which the laundry to be washed is loaded, the
machine being equipped with at least one tank (3,3') for a
washing agent, and at least one supply duct (6,6', 8, 8') being
afferent to said tank for delivering the washing agent into the tub
(1),
characterized in that it
also comprises a hydraulic washing circuit (5,5', 12,12A,12A',
14,14') for flooding and draining the tank (3,3') for cleaning
purposes.
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basics of claim drafting
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