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Smart search
Advanced search

Search for ‘ a keyword or a classification symbol | | Search ‘
Classification search

Quick help

-+ What is the Cooperative Patent
Classification system?

-+ How do | enter classification
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-+ What do the different buttons
mean?
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found?
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viewsection [[EIg A [B|c|D|E|F|6|H|Y]|
(@ @ =] el B e =xe [ A»
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Oa HUMAN NECESSITIES &
s PERFORMING OPERATIONS; TRANSPORTING 5 [l
(MK CHEMISTRY; METALLURGY B [l
o TEXTILES; PAPER 5]
e FIXED CONSTRUGTIONS 5]
F MECHANICAL ENGINEERING; LIGHTING; HEATING; WEAPONS; BLASTING ENGINES OR 8 [l
PUMPS
Oe PHYSICS 8 [l
OH ELECTRICITY 8 [l
Oy GENERAL TAGGING OF NEW TECHNOLOGICAL DEVELOPMENTS; GENERAL TAGGING OF  [5]  [i]

‘CROSS-SECTIONAL TECHNOLOGIES SPANNING OVER SEVERAL SECTIONS OF THE IPC;
TECHNICAL SUBJECTS COVERED BY FORMER USPC CROSS-REFERENCE ART
COLLECTIONS [XRACs] AND DIGESTS
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Searches for prior art assessment

remember:
millions of patents

too many results = no results
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Searches for prior art assessment

usually, a well performed search would show up to 5 to 10
documents of particular relevance.
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Germany Searches for prior art assessment
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fax +49 89 225.809 different approaches
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tel +49 89 221.216 Main ObjECtiVEI

fax +49 89 225.809

mips@modianc.com find existing patents so as to evaluate
if infringement risks are present

LUGANO

Via E. Bossi, 1
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Searches for infringement analysis

When:
- limit the search to “alive” patents or patents application
- limit the search to “relevant” countries (marketing,
production site etc)
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Searches for infringement analysis

where to search:
Patents databases
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Searches for infringement analysis

how to search:
free tools are generally not well suited for this task, but
can help in a first preliminary search
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Searches for infringement analysis

beware of the “family” and the certainty of the “legal
status”
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Germany Searches for infringement analysis

tel +49 89 221.216

fax +49 89 225.809
mjps@modiano.com

beware of the patent application:
LUGANO scope of protection can change in certain cases

Via E. Bossi, 1
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Searches for infringement analysis

beware of the grace period for paying renewal fees or
completing omitted acts: sometimes a safety windows can be
still opened, so what seems to be “dead” can be revived.
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Searches for infringement analysis

beware of divisional applications deriving from one
parent application, seeking protection for independent
features of the invention, described in the description
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Searches for infringement analysis

searching in Patents document: which part to care mainly
about:

- claims
- description (search for independent features)
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Searches for infringement analysis

understand clearly the product/process of the invention

define strategy —>
use search engine —>

feedback —>
update strategy —>

repeat)
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Searches for infringement analysis
STRATEGY 1st step
1. try to write down essential features of the product/process

2. find synonyms
3. find different wordings for expressing the same concept
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e Searches for infringement analysis

Thierschstrasse, 11
D-80538 - Munich
Germany

tel +49 89 221.216 .
fax +49 89 225.809 once found a relevant document, look at the independent

mips@modiano.com claims and try to read the product/process in those; if every
LUGANO feature of the product/process can be seen in the

Via E. Bossi, 1 independent claim then a risk could be present
CH-6900 - Lugano

Switzerland

tel +41 91 922.9214

fax +41 91 922.9215 ->
mp@modiano.com

VILAN a patent professional “freedom to operate” opinion should be

el requested, an infringement risk must be analyzed.
- villan

Italy

tel +39 02 8590.7777
fax +39 02 863.860
info@modiano.com

www.modiano.com
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For a new product development

Via E. Bossi, 1
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tel +41 91 922.9214 p ro C e S S

fax +41 91 922.9215
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MUNICH
Thierschstrasse, 11
D-80538 - Munich

Germany EX
tel +49 89 221.216 e

fax +49 89 225.809
mjps@modiano.com

concept mods

Via E. Bossi, 1
CH-6900 - Lugano

test 01 test 02

Switzerland
tel +41 91 922.9214

fax +41 91 922.9215 -

mp@modiano.com

ey IP search IP search

20123 - Milan
Italy
tel +39 02 8590.7777 landscape,

preliminary tech available spaces between patents

market

fax +39 02 863.860 avoid re-inventing the I P Sea rC h

info@modiano.com
wheel

www.modiano.com

I P sea rCh avoid infringements

available spaces between patents seek if invention can be protected
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MUNICH

Thierschstrasse, 11 Concept analysis -> invention identification:

D-80538 - Munich

Germany

tel +49 89 221.216

fax +49 89 225.809 -
mjps@modiano.com

LUGANO -
Via E. Bossi, 1

CH-6900 - Lugano

Switzerland

tel +41 91 922.9214

fax +41 91 922.9215
mp@modiano.com

MILAN

Via Meravigli, 16
20123 - Milan

Italy

tel +39 02 8590.7777
fax +39 02 863.860
info@modiano.com

www.modiano.com

Re-write the idea in terms of its features;

Delete non technical features and advantages;
Analyse if it does not pertain to an exclusion from
patentability or an exception;
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MUNICH

Thierschstrasse, 11 Invention check over existing IP documents:
D-80538 - Munich
Germany
tel +49 89 221.216 . -
fax +49 89 225.809 - Perform a prior art search using keywords;
jps@modiano. . ope
ST - Use the prior documents found to assess patentability
LUGANO requirements (novelty, inventive step);
Via E. Bossi, 1
C:—?—69085-S:_ugano
Switzerland
tel +41 91 922.9214 - Perform a freedom to operate search;

fax +41 91 922.9215
mp@modiano.com

- Perform a preliminary risk evaluation with respect to existing
«alive» patents;

MILAN

Via Meravigli, 16
20123 - Milan

Italy

tel +39 02 8590.7777
fax +39 02 863.860
info@modiano.com

www.modiano.com
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MUNICH

Thierschstrasse, 11 La St Ste p:
D-80538 - Munich

Germany

tel +49 89 221.216

fax +49 89 225809 A) If the invention seems to be patentable AND if it does not
mips@medanocon seems to infringe existing patents

LUGANO

ViaE. B i, 1 ege

e -> draft an IP strategy (what can be patented, filing strategy)
Switzerland

t;’\{l+4e1r;; 922.9214

fax +41 91 922.9215

mp@modiano.com

B) If the invention seems to be anticipated AND if it does not
e, seems to infringe existing patents

20123 - Milan
Italy
tel +39 02 8590.7777

fax +39 02 863.860 -> consider other way to protect IP (Secrets? Trademarks?
info@modiano.com .
Designs?)

www.modiano.com
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MUNICH
Thierschstrasse, 11 0 R
D-80538 - Munich

Germany
tel +49 89 221.216

fax +49 89 225.809 C) If the invention seems to be anticipated AND if it does seems

mjps@modiano.com

to infringe existing patents

LUGANO

Via E. Bossi, 1 e« » . .

CH-6900 - Lugano -> step back to the original idea and perform a «design around»
Switzerland . o g e .

tel +41 91 922.9214 in order -at least- to avoid infringement

fax +41 91 922.9215

mp@modiano.com

MILAN

Via Meravigli, 16
20123 - Milan

Italy

tel +39 02 8590.7777
fax +39 02 863.860
info@modiano.com

www.modiano.com
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Free patent search engines

deeper knowledge
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ex. 01

try a patentability search keywords for your invention (pedal
assisted cycle)
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ex. 02
concentrate on the position of the motor (front wheel)

try a patentability search for discovering if the position can be
patented

front?
rear?
central?
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EX. 03

IDEA
a wearable ballon that, during immersions underwater, inflates

under command, so as to bring the user on the surface in a very

short time and avoiding to swim to that extent.

What is needed for going on the market?
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